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REMARKS 

Reconsideration of this application is respectfully requested. 

Claims 1-5 were rejected under 35 U.S.C. 103(a) as being unpatentable over Lam (U.S. 
6,226,965) in view of Mur Gimeno (U.S. 5,452,848). 

Applicant has amended claims 1 and 2 to more distinctly claim those features of his invention 

which are unique and novel over the prior art. Specifically, applicant has amended claims 1 and 2 

to include the following statement which is generally identical in both amended claims: 

providing a generally planar box blank having a base wall, four side walls and four gusset comer 
formation wall sections each having upper and lower portions, said four gusset comer 
formation wall sections extending from and cormected to at least two of said side walls 
opposite one another with two of said four gusset comer wall sections cormected to and 
extending from each of said two of said side walls ; 

providing a box forming device including a longitudinally extended box blank track means operative 
to continually feed said box blank through said box forming device generally free of 
stoppage of said box blank while in said gusset formation section and further including a 
gusset formation section having at least one kicker plate, at least one forming blade and at 
least one adhesive securement means; 

Applicant has made these changes to further point out the critical distinctions between the 
cited prior art and applicants' invention, and therefore applicants respectfully disagree with the 
examiner's stated arguments. The combination of the two cited prior art devices does not even 
remotely replicate the features of applicant's invention, as the Lam patent is directed to the closing 
of a box lid and the Mur Gimeno patent merely discloses a box having gussets. It is the rapid and 
efficient constmction of the gussets for the box of the present invention which provide the inventive 
elements for the claims of the present invention, and the extreme modifications to the Lam device 
which would be needed in order to replicate the method of applicant's invention are only suggested 
after a carefiil and thorough reading of applicant's disclosure. Therefore, this finding clearly points 
to the use by the examiner of applicants' claimed invention as a template for assembling the groimds 
for rejection. Applicants would like to state that the modifications of the prior art necessary to 
function as does applicants' invention are not found anywhere in the cited prior art, but instead are 
only found in Applicants' disclosure, particularly in light of the currently amended claims. As the 
Federal Circuit stated in In re Fitch : "The mere fact that the prior art may be modified to reflect 
features of claimed invention does not make modification, and hence the claimed invention, obvious 
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unless the desirability of such modification is suggested by the prior art. It is impermissible to use 
the claimed invention as an instruction manual or "template" to piece together the teachings of the 
prior art so that the claimed invention is rendered obvious. This court has previously stated that 'One 
cannot use hindsight reconstruction to pick and choose among isolated disclosures in the prior art 
to deprecate the claimed invention.'" In re Fitch. 23 USPQ2d 1780, 1783-4, citing from In re 
Gordon . 733 F.2d at 902, 221 USPQ at 1 127 and In re Fine . 837 F.2d at 1075, 5 USPQ2d at 1600. 
Clearly, any suggestion to combine the elements found in the prior art is only found in the applicant's 
specification. Therefore it is seen that not only is applicants' invention not disclosed in the prior art, 
but applicants' invention is not even fairly suggested by the prior art. 

The cited base patent, Lam, teaches an inline case sealing system which seals overlap flap 
type boxes. As argued by the examiner. Lam teaches a method of forming a box in which a box 
blank is formed into a box by forming blades and a kicker plate. Top flaps are then folded over and 
adhesive is applied, and a compression plate applies compression to ensure bonding. The Lam box 
does not include gusseted comers. However, the examiner states, Mur Gimeno teaches the use of 
gusseted comers, and therefore it would have been obvious to use the box blank of Mur Gimeno with 
the method of Lam in order to provide more options to provide customers. The examiner has missed 
a critical distinction between the cited art and applicant's invention, however, and that is that the 
present invention constmcts the gusseted comers as the box blank moves through the box forming 
machine, whereas the cited prior art does not perform any similar function. In fact, modification of 
the Lam patent to perform the method of applicant's invention is neither taught nor suggested 
anywhere but is only foimd in applicants' disclosure, and nowhere else in the cited prior art. It can 
fairly be said that the cited prior art does not disclose nor suggest the method of applicant's invention 
nor the box as constmcted in applicant's disclosure, and modification of Lam to replicate applicant's 
method or box constmction will render Lam inoperable for its intended fimction. Moving the 
various elements of Lam to fold and bend the box blank as suggested by applicant's disclosure will 
destroy the functionality of Lam, and as was stated by the C.C.P.A. in In re Rosen : "The modification 
necessary to the primary reference in order to achieve the patented design may not destroy 
fundamental characteristics of the primary reference." In re Rosen. 673 F.2d 388, 391, 213 USPQ 
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347, 350 (C.C.P.A. 1982). In fact, the Lam invention would likely be used down the line from 
applicant's invention to close the box lid, but certainly would not be used to construct a box as 
suggested by applicant's invention or to replicate applicant's method of box construction as taught 
by his invention. For all of these reasons, it is believed that the rejections of claims 1 and 2 have 
been overcome. New claim 6 is also believed to be allowable for the reasons expressed above and 
for the additional claim elements shown therein, and presents no new matter, support for which is 
taken from the specification and Figures l-4b. 

Claims 3-5 were rejected along with claim 2, but applicant wishes to clarify that he does not 
claim exclusive rights to the features defined in those claims independently, but rather only in 
combination with the present invention as defined in claim 2. For the reasons expressed above in 
connection with claim 2 and for the structural limitations added by these claims, claims 3-5 are 
believed to be allowable with claim 2. 

Applicant is mailing this amendment after expiration of the three month response period but 
within the first month's extension of time permitted by 37 C.F.R. § 1 .136 and accompanied by the 
fee set forth in 37 C.F.R. §1.1 7(a). This application is thus believed to be in condition for allowance 
of all claims remaining herein, and such action is respectfiiUy requested. 



I hereby certify that this Amendment for a METHOD OF FORMING BOX WITH 
GUSSETED CORNER, Serial 10/781,093, was mailed by first class mail, postage prepaid, to 
Mail Stop Non-Fee Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313- 
1450,ontiiis2Istdayof January, 2005. yf ^ 




Respectfully submitted. 
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Law Offices of Adam H. Jacobs 
1904 Famam Street, Suite 726 



Omaha, Nebraska 68102 
Attorney for Petitioner 
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